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DETAILED ACTION 

Election/Restrictions 

1 . Applicant's election with traverse of Group I, claims 14-29 and further election of 
claims 14, 19-25, and 27-29 in the reply filed on 3/16/09 is acknowledged. The 
traversal is on the ground(s) that the inventions do not impose an undue burden of 
examination on the Examiner. This is not found persuasive because Groups I and II are 
separate inventions that have acquired a separate status in the art in view of their 
different classification. Additionally, the inventions require a different field of search (for 
example, searching different classes/subclasses or electronic resources, or employing 
different search queries). 

The requirement is still deemed proper and is therefore made FINAL. 

2. Claims 15-18 and 26 are withdrawn from further consideration pursuant to 37 
CFR 1.142(b), as being drawn to a nonelected species, there being no allowable 
generic or linking claim. Applicant timely traversed the restriction (election) requirement 
in the reply filed on 3/16/09. 

Claim Rejections - 35 USC § 102 

3. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 
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4. Claims 14, 19, 23-25, and 27 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Yamamura et al. (U.S. Patent No. 6,287,745). 

Regarding claims 14, 19, 25, and 27, Yamamura et al. discloses a photocurable 
composition comprising a cationically polymerizable epoxy compound (col.4, lines 58- 
60), a methacrylate component (Table 3, line 10), a polyether polyol containing two or 
more hydroxyl groups (col.1 1 , lines 8-10, 25), a cationic photoinitiator (col. 6, lines 35- 
36), and a free radical photoinitiator (col. 10, lines 24-25). 

Regarding claims 23 and 24, Yamamura et al. discloses the same components 
and overlapping component percentages as the instant application and therefore, would 
be expected to have a similar yellow index/inch value of less than 90 or 80. 

5. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1 ) an application for patent, published under section 1 22(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

6. Claims 14, 19-21, 23-25, and 27-29 are rejected under 35 U.S.C. 102(e) as 
being anticipated by Johnson et al. (U.S. Patent No. 7,232,850). 

The applied reference has common inventors with the instant application. Based 
upon the earlier effective U.S. filing date of the reference, it constitutes prior art under 
35 U.S.C. 1 02(e). This rejection under 35 U.S.C. 1 02(e) might be overcome either by a 
showing under 37 CFR 1 .132 that any invention disclosed but not claimed in the 
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reference was derived from the inventor of this application and is thus not the invention 
"by another," or by an appropriate showing under 37 CFR 1 .131 . 

Regarding claim 14, Johnson et al. discloses a photocurable composition 
comprising a difunctional non-glycidyl epoxy, a difunctional (meth)acrylate, difunctional 
hydroxyl-containing compound, a cationic photoinitiator; and (e) a free radical 
photoinitiator (col. 2, lines 7-13). 

Regarding claims 19 and 20, Johnson et al. discloses that at least one 
multifunctional (meth)acrylate can comprise ethoxylated trimethylolpropane triacrylate 
(col.7, lines 16 or 33). 

Regarding claim 21 , Johnson et al. discloses that component (c) can be 
Polymeg® 1000, which has a molecular weight of 1000 (col. 8, lines 4-9). 

Regarding claims 23 and 24, Yamamura et al. discloses the same components 
and overlapping component percentages as the instant application and therefore, would 
be expected to have a similar yellow index/inch value of less than 90 or 80. 

Regarding claims 25, 27, and 28, Johnson et al. discloses a photocurable 
composition comprising a cationically polymerizable epoxy compound (col.1, line 66; 
col. 2, lines 8-9), a methacrylate component (col. 2, lines 10-11) containing ethoxylated 
trimethylolpropane triacrylate (col.7, lines 16 or 33), a polyether polyol containing two or 
more hydroxyl groups (col.7, line 67), a cationic photoinitiator (col. 2, lines 12-13), and a 
free radical photoinitiator (col. 2, line 13). 

Regarding claim 29, Johnson et al. discloses component (b) having between 15- 
35wt % of the composition (col. 2, line 10). Johnson et al. does not teach the exact same 
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proportions as recited in the instant claims. However, one of ordinary skill in the art at 
the time the invention was made would have considered the invention to have been 
obvious because the compositional proportions taught by Johnson et al. overlap the 
instantly claimed proportions and therefore are considered to establish a prima facie 
case of obviousness. In re Peterson 65 USPQ2d 1379 (CAFC 2003). 

Claim Rejections - 35 USC § 103 

7. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

8. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

9. This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
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not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 1 03(c) and potential 35 U.S.C. 1 02(e), (f) or (g) 
prior art under 35 U.S.C. 103(a). 

10. Claims 21, 22, and 29 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Yamamura et al. (U.S. Patent No. 6,287,745) as applied to claim 
14 above. 

Regarding claim 21 , Yamamura et al. discloses that the component containing 
two or more hydroxyl groups, polyether polyol, has a molecular weight of between 100- 
2,000 (col.1 1 , lines 53-54). Yamamura et al. does not teach the exact same proportions 
as recited in the instant claims for the molecular weight of component (b). However, one 
of ordinary skill in the art at the time the invention was made would have considered the 
invention to have been obvious because the compositional proportions taught by 
Yamamura et al. overlap the instantly claimed proportions and therefore are considered 
to establish a prima facie case of obviousness. It would have been obvious to one of 
ordinary skill in the art to select any portion of the disclosed ranges including the 
instantly claimed ranges from the ranges disclosed including the instantly claimed 
ranges from the ranges disclosed in the prior art reference, particularly in view of the 
fact that; 

"The normal desire of scientists or artisans to improve upon what is 
already generally known provides the motivation to determine where in a 
disclosed set of percentage ranges is the optimum combination of 
percentages", In re Peterson 65 USPQ2d 1379 (CAFC 2003). 
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Regarding claims 22 and 29, Yamamura et al. discloses a methacrylate 
component (Table 3, line 10) in the amount of 5-45 wt % relative to the total composition 
(col. 10, lines 10-12). Yamamura et al. does not teach the exact same proportions as 
recited in the instant claims for the amount of methacrylate component in the total 
composition. However, one of ordinary skill in the art at the time the invention was made 
would have considered the invention to have been obvious because the compositional 
proportions taught by Yamamura et al. overlap the instantly claimed proportions and 
therefore are considered to establish a prima facie case of obviousness. In re Peterson 
65 USPQ2d 1379 (CAFC 2003). 

11. Claims 20 and 28 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Yamamura et al. (U.S. Patent No. 6,287,745) as applied to claims 14 and 27 
above, and further in view of Lapin et al. (U.S. Patent No. 6,251,557). 

Yamamura et al. discloses the methacrylate component being trimethylolpropane 
triacrylate (Table 3, line 9), but not trimethylolpropane ethoxylated triacrylate. However, 
Lapin et al. discloses using ethoxylated trimethylolpropane triacrylate as the multi- 
functional acrylate (col. 5, line 23). At the time of the invention, it would have been 
obvious to one of ordinary skill in the art, having the teachings of Yamamura et al. and 
Lapin et al. before him or her, to modify the photocurable composition of Yamamura et 
al. to include the multifunctional acylate of Lapin et al. because the acrylate helps to 
improve cure speed (col.4, lines 51-52). 
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12. Claim 22 is rejected under 35 U.S.C. 103(a) as being obvious over Johnson 
et al. (US Patent No. 7,232,850) in further view of Yamamura et al. (U.S. Patent No. 
6,287,745). 

The applied reference has a common inventor with the instant application. 
Based upon the earlier effective U.S. filing date of the reference, it constitutes prior art 
only under 35 U.S.C. 102(e). This rejection under 35 U.S.C. 103(a) might be overcome 
by: (1 ) a showing under 37 CFR 1 .1 32 that any invention disclosed but not claimed in 
the reference was derived from the inventor of this application and is thus not an 
invention "by another"; (2) a showing of a date of invention for the claimed subject 
matter of the application which corresponds to subject matter disclosed but not claimed 
in the reference, prior to the effective U.S. filing date of the reference under 37 CFR 
1 .131 ; or (3) an oath or declaration under 37 CFR 1 .130 stating that the application and 
reference are currently owned by the same party and that the inventor named in the 
application is the prior inventor under 35 U.S.C. 104, together with a terminal disclaimer 
in accordance with 37 CFR 1 .321 (c). This rejection might also be overcome by showing 
that the reference is disqualified under 35 U.S.C. 103(c) as prior art in a rejection under 
35 U.S.C. 103(a). See MPEP § 706.02(l)(1) and § 706.02(l)(2). 

Regarding claim 22, Johnson et al. fails to teach the composition comprising 
about 3-10 wt % of component (b). However, Yamamura et al. teaches that component 
(b) can comprise 5-45wt % of the composition (col. 10, line 12). Yamamura et al. does 
not teach the exact same proportions as recited in the instant claims. However, one of 
ordinary skill in the art at the time the invention was made would have considered the 
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invention to have been obvious because the compositional proportions taught by 
Yamamura et al. overlap the instantly claimed proportions and therefore are considered 
to establish a prima facie case of obviousness. In re Peterson 65 USPQ2d 1379 (CAFC 
2003). 



Double Patenting 

13. The nonstatutory double patenting rejection is based on a judicially created 
doctrine grounded in public policy (a policy reflected in the statute) so as to prevent the 
unjustified or improper timewise extension of the "right to exclude" granted by a patent 
and to prevent possible harassment by multiple assignees. A nonstatutory 
obviousness-type double patenting rejection is appropriate where the conflicting claims 
are not identical, but at least one examined application claim is not patentably distinct 
from the reference claim(s) because the examined application claim is either anticipated 
by, or would have been obvious over, the reference claim(s). See, e.g., In re Berg, 140 
F.3d 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); In re Goodman, 11 F.3d 1046, 29 
USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 
1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422 
F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thorington, 418 F.2d 528, 163 
USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1 .321 (c) or 1 .321 (d) 
may be used to overcome an actual or provisional rejection based on a nonstatutory 
double patenting ground provided the conflicting application or patent either is shown to 
be commonly owned with this application, or claims an invention made as a result of 
activities undertaken within the scope of a joint research agreement. 

Effective January 1 , 1994, a registered attorney or agent of record may sign a 
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply with 
37 CFR 3.73(b). 

14. Claims 25, 27, and 29 are rejected on the ground of nonstatutory 
obviousness-type double patenting as being unpatentable over claims 1, 2, 6, and 
10 of U.S. Patent No. 7,232,850 in view of Yamamura et al (U.S. Patent No. 



6,287,745). 
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Both claim a cationically curable component containing epoxy, an acrylate 
component comprising methacrylate, a hydroxyl-containing compound comprising 
polyether polyol, a cationic photoinitiator, and free radical photoinitiator. The instant 
application fails to claim the percentages given in the related patent. However, 
Yamamura et al. (col. 6, line 24; col. 10, line 12; col. 12, line 14) teaches overlapping 
component percentages given in Patent No. 7,232,850. At the time of the invention, it 
would have been obvious to one of ordinary skill in the art, having the teachings of 
Johnson et al. and Yamamura et al. before him or her, to modify the photocurable 
composition of Johnson et al. to include the component percentages of Yamamura et al. 
because the composition of Yamamura et al. exhibits superior photocurability and high 
mechanical strength (col . 1 , lines 7-8). 



Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to NICOLE HARRISON whose telephone number is (571) 
270-3741 . The examiner can normally be reached on Monday through Thursday, 8 am 
- 5:30 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Jennifer McNeil can be reached on (571) 272-1540. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/David R. Sample/ 

Supervisory Patent Examiner, Art Unit 1794 

NH 



